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UTILITY PATENT B&D No. TN -1488 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BOARD OF PATENT APPEALS AND INTERFERENCES 

In re application of: Daryl S. Meredith et al. 

Serial No.: 10/056,312 Examiner: I. Hamilton 

Filed: January 24, 2002 Group Art Unit: 3724 

For: MITER SAW 

Assistant Commissioner for Patents 
Washington, DC 20231 

SECOND REPLY BRIEF 

I, Adan Ayala, Reg. No. 38,373, certify that this correspondence is being deposited with the U.S. 
Postal Service as first class mail in an envelope addressed to the Commissioner for Patents, P.O. 
Box 1450,A4exandria, VA 223 13-1450 on 




dan Ayala 
Dear Sir: 

This is in response to the Examiner's Answer mailed on January 25, 2006. 

In the Reply Brief, Applicants/Appellant noted that, since a belt is not used in the Tsune 
backlash eliminator assembly or necessary for such backlash eliminator assembly to exist in a saw, 
a person skilled in the art would not have added the Tsune belt to Ushiwata to provide a backlash 
eliminator assembly. Therefore, the Examiner had not provided a valid rationale for combining 
Ushiwata and Tsune. 

Rather than providing any evidence that a belt is used in or necessary for the Tsune backlash 
eliminator assembly (or even why such backlash eliminator assembly would be used in a miter 
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saw), the Examiner has complained that Applicants/Appellant has "severely twisted the Examiner's 
words by changing 'the backlash eliminator' to -a backlash eliminator-." The Examiner alleges 
that what he meant to say was effectively that "the belt and pulley are required in the configuration 
of any apparatus that has the backlash eliminator [associated with a belt] because of the spatial 
arrangements and spatial constraints." 

Such clarification confuses matters further because Tsune's backlash eliminator assembly 
16 does not have a belt. Instead, the Tsune belt is used to transmit motion between drive shaft 10 
and pulley 9. Tsune, col. 2, lines 12-14. This motion goes through several stages until it gets to the 
final stage, where the backlash eliminator assembly is located. Tsune, col. 2, lines 23-24 ("A 
backlash eliminator 16 is provided on the final stage gear 15"). 

Nonetheless, the Examiner's clarification still does not explain why a person would add a 
belt to Ushiwata to provide a backlash eliminator in view of the fact that the Tsune backlash 
eliminator does not have a belt. Applicants/Appellant submit that, since a belt is not used to 
eliminate backlash, a person skilled in the art would not add a belt to Ushiwata for backlash 
elimination, as suggested by the Examiner. Therefore, the alleged motivation to combine is 
invalid. 

Because the Examiner has failed to identify a valid motivation to combine Ushiwata and 
Tsune, no proper prima facie case of obviousness can be made. Therefore, Claim 1 is patentable 
over Ushiwata/Tsune. Accordingly, Applicant/Appellant urges the Board to reverse the 
Examiner's improper rejection of the claim under Ushiwata/Tsune and to allow such claim. 
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The Examiner also mentions that Applicants/ Appellant's citation of Tsune '081 supports 
his positions that all apparatus having the Tsune backlash eliminator would require a belt/pulley 
system because Tsune 6 081 is "silent as to which mechanism. . . is being used to drive the second 
gear 74." In the Reply Brief, Applicants/Appellant noted that gears could be disposed between 
the motor and the second gear 74 for driving gear 74 in Tsune '081 . The Examiner notes that 
such arrangement is "speculative." Applicants/ Appellant submit that a person skilled in the art 
would know how to provide gears between a motor and a final stage gear in order to have the 
final stage gear be driven by the motor. Since such alternative is well known in the art, it would 
not be speculative to implement such a solution. Thus, the Examiner cannot argue that a 
backlash eliminator requires a belt/pulley drive system. 

Finally, the Examiner argued that Applicants/Appellant's admission that the motor is 
spaced away from the backlash assembly would necessitate a mechanism, such as the belt/pulley 
system. As discussed in the Reply Brief, Applicants/Appellant agree that the motor is spaced 
away and that a power transmission mechanism, such as intervening gears, would be useful. 
Such need however does not necessitate a belt, as alleged by the Examiner. 

Ultimately, the Examiner is missing the point. A person skilled in the art would not 
combine the Tsune belt with the Ushiwata saw "to provide a backlash eliminator assembly" 
because miter saws do not use a backlash eliminator assembly. More importantly, the Tsune belt 
does not provide a backlash elimination function. Thus, Applicants/Appellant submit that, 
because the Tsune belt does not provide backlash elimination, a person skilled in the art would 
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not add the belt to the Ushiwata saw to provide a backlash eliminator assembly, as argued by the 
Examiner. 

Because the Examiner has failed to identify a valid motivation to combine Ushiwata and 
Tsune, no proper prima facie case of obviousness can be made. Therefore, Claim 1 is patentable 
over Ushiwata/Tsune. Accordingly, Applicants/ Appellant urge the Board to reverse the 
Examiner's improper rejection of Claim 1 and to allow such claim. 



Respectfully submitted, 




Aoan Ayala, Reg. No. 38,373 
Attorney for Applicants 
Phone No. (410)716-2368 
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